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- The MAILING DATE of this c mmunication appears on th c ver she t with the corr spondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E2 Responsive to communication(s) filed on 27 August 2003 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11,453 O.G.213. 
Disposition of Claims 

4) M Claim(s) 1-4,1 8,53-60.72 and 73 is/are pending in the application. 

4a) Of the above claim(s) 1-4,18,54.60,72 and 73 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 53 and 55-59 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 □ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Ruie 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 13 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 


1 ) |2S| Notice of References Cited (PTO-892) 4) 

2) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) 

3) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) 


Interview Summary (PT0413) Paper No(s). 

Notice of Informal Patent Application (PTO-152) 
Other: 


U S. Patent and Trademark Office 
PTOL-326 (Rev. 04-01) 
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DETAILED ACTION 

Election/Res trictions 

1 . Applicant's election with traverse of Group II, claims 53 and 55-59 in the paper 
filed August 27, 2003 is acknowledged. The traversal is on the ground(s) that there is 
no burden between Groups I, II and III. This is not found persuasive because the 
search for each group is significantly different. For example, while the Group II search 
must focus on hybridization methods which use slide elements such as those claimed, 
the Group I search is drawn to any physical product which could conceivably fall within 
the scope of the claim, which might include "slides" used in slide projectors as well as 
picture frames or many other physical objects that structurally resemble the claim 
including toys. The Group III search would involve different structural elements 
including proteins and would therefore also require a significantly different search. 

The requirement is still deemed proper and is therefore made FINAL. 

Claim Rejections - 35 USC §112 

2. Claims 53 and 55-59 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

It is vague and indefinite what is meant by the term "slide element". While the 
term "slide" is a standard term of art, referring to a microscope slide, the term "slide 
element" is not a standard term. While the specification discusses the term "slide 
element", even at page 6, line 27 to page 7, line 4, the term is not precisely defined, but 
the specification simply states "As used herein the term "substrate platform", "analysis 
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platform", or "slide element" or similar term refers to the foundation upon which 
biomolecules may be immobilized, samples may be applied for analysis or biological 
assays may be carried out." So a slide element is something to which biomolecules 
may be immobilized, but it is indefinite if the term even requires a "slide" as typically 
understood. Therefore, this term is vague and indefinite. 

Claim Interpretation 
As noted above, the term "slide element" is indefinite. Further, while the term 
"finger indentations" is not indefinite, it is very broad. The specification clearly states 
that "The finger indentations may be configured in a variety of styles or locations (see 
page 14, lines 25-26)." Therefore, any indentation whatsoever can be termed a "finger 
indentation", including any depression on the bottom side of the "slide element". This 
breadth will be applied to the prior art rejections below. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e)the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 53 and 55-59 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Balch (U.S. Patent 6,083,763). 


Application/Control Number: 10/032,301 Page 4 

Art Unit: 1634 

Balch teaches a method of claims 53 and 55 for identifying a nucleic acid or 
protein capable of binding to a biomolecule (see abstract and column 23, line 50 to 
column 24, line 64) comprising: 

(i) immobilizing each unique nucleic acid sequence from a library of nucleic acid 
sequences onto a substrate platform (see column 17, lines 27-67) 

where the substrate platform is an open substrate platform (see figure 4, 
standard 96 well plate) comprising: 

(a) a "slide element" having opposing top and bottom surfaces (see figure 
4, standard 96 well plate), 

(b) wherein the top surface of the slide contains one or more depressions 
with a defined area for sample analysis (see figure 4, standard 96 well plate and column 
23, lines 23-25), 

(c) wherein the bottom surface contains one or more depressions 
opposing the depression on the top surface (see figure 4, standard 96 well plate, since 
the conventional bottomless 96 well plate (see especially column 33, lines 5-10) has 
depressions between the wells, as well as having a general depression since the wells 
are not equal in length to the rectangular sides which support the microtiter plate), 

(d) wherein the bottom surface of the slide further comprises at least one 
set of pair finger indentations (see figure 4, standard 96 well plate, where any 
depression within the bottom of the plate is a finger indentation as discussed in the 
claim interpretation section above). 
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(ii) incubating the immobilized nucleic acid sequences with a biomolecule under 
conditions which are conducive to specific interaction between the biomolecule and the 
nucleic acid (see column 33-34, example III, where 96 Cystic fibrosis mutations are 
hybridized to patient DNA), 

(iii) detecting the location of sequences which bound to the biomolecule (see 
columns 33-34, example III, where the detector indicates the presence of known 
mutations, as well as figure 5C). 

With regard to claim 56, Balch teaches the use of nucleic acid sequences (see 
columns 19-20, for example). 

With regard to claim 57, Balch teaches detection of proteins (see column 24, line 
24 and line 32). 

With regard to claims 58-59, Balch teaches the use of tags including tags which 
are detectable moieties such as Texas red orstreptavidin (see column 24, lines 35-57). 

References of Interest 
5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The 3-well glass slide of Electron Microscopy Sciences at 
Http://www.emsdiasum.com/ems/qrids/accessories.html appears to address the 
substrate used in the claims. The examiner telephoned the company to ask whether 
this product was available in 1999 and received an affirmative answer, but was unable 
to obtain a catalog from that year. Applicant is requested to determine whether this 
slide was, in fact, available as prior art. 
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Conclusion 


Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey Fredman whose telephone number is 703-308- 
6568. The examiner can normally be reached on 6:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 703-308-1 119. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0196. ^ 


Jeffrey Fredman 
Primary Examiner 
Art Unit 1634 



